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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 05/21/2009 have been fully considered but they are 
not persuasive. 

Applicant argues on page 1 1 that "that the claimed system and method 
downloads the n-most recent mail headers, as compared to Eggleston, which is 
specifically directed to downloading entire messages (not just the mail headers)". 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "not just the mail headers") are not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

Applicant argues on page 17 that "This is not the claimed system and method in 
which only n-most recent mail headers are passed and if a default order of mail headers 
cannot be provided, then using the associative information and if that fails downloading 

all mail headers". 

The Examiner would like to point out that Eggleston discloses that mail headers 
are passed to the addressee with filtering of the message, i.e. default order (Fig. 6: 
604). Eggleston discloses that the mail is passed to the addressee, thus if the mail is 
passed to the user then the header is also passed to the user. Eggleston discloses in 
the flow chart of Fig. 6, and specifically out of decision step 604 which was read as the 
default order, that if the message size filtering is not applied then the process filters 
based on text attachments read as associative information (Fig. 6: 608). Eggleston 
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goes on to disclose that if associative information cannot be applied, (Col 3: 29-34), 
where mail that fails the filters can be transferred to the user. 

Applicant goes on to argue on pages 17 and 18 that all of the above argued 
steps are based on determining that if one step cannot be applied moving onto another 
step and Eggleston does not disclose the above three steps, respectively. 

The Examiner would like to state that the determination to move from one step to 
the next is based on a decision diamond of the flow chart of Fig. 6. 

Applicant argues on page 18 that one skilled in the art would not be motivated to 
combine Eggleston and Lewis. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there Is some teaching, suggestion, or motivation to do so found either In the 
references themselves or in the knowledge generally available to one of ordinary skill In 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

In this instance, Eggleston discloses a system that downloads mall and mail 
headers to the user. Lewis teaches that a proxy extracts Information from a host server 
to notify the user of existing email. Eggleston does not exclude the use of a proxy to use 
associative information, such as an ISP domain name, along with header information of 
the message. Lewis states that use of such information reduces reduce the chances of 
multiple matching mail identification records (Col 7: 18-21). Thus the claimed limitations 
have been met. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3, 5-9, 11-15, 18-22, 24-27, 29, 31-35 and 37 are rejected under 35 
U.S.C. 102(b) as being anticipated by Eggleston et al. (US 5,958,066 herein 
Eggleston). 

Claim 1, Eggleston discloses a communications system (Fig. 2, where 
Eggleston discloses a communication system), Eggleston discloses a mobile device 
having a mail user agent (Col 5: 16-20, 35-41, where Eggleston discloses a 
processor in a client (i.e. a mail user agent) for data exchange); Eggleston 
discloses a mobile office platform operative with the mail user agent for accessing one 
or more electronic mailboxes of the mail user agent using at least one protocol specific 
connector (Col 5: 42-55, where Eggleston discloses a controller having a Virtual 
Session Manager (VSM), protocol translators and a post office), Eggleston 
discloses wherein said mobile office platform is operative for providing only the n-most 
recent mail headers of electronic messages to the mail user agent in a default order of 
mail headers provided by an electronic mail protocol used for accessing an electronic 
mailbox (Fig. 6: 604, where Eggleston discloses filtering based on message size 
i.e. default order), Eggleston discloses if the default order of mail headers cannot be 
provided, then providing most recent mail headers in an order based on associative 
information about an electronic mail provider and/or electronic mailbox to be accessed 
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(Fig. 6: 608, where Eggleston discloses filtering based on text attachment), 
Eggleston discloses if associative information cannot be used, then downloading all 
message mail headers (Col 3: 29-34, where Eggleston discloses partial transfers of 
data that may not have qualified for transfer). 

Claim 3, Eggleston discloses wherein said message header comprises a unique 
identifier (DID) of an electronic mail message (Fig. 8: 801, 802, where Eggleston 
discloses serial numbers and header information). 

Claim 5, Eggleston discloses a database associated with said mobile office 
platform and containing records of associative information for [electronic mail providers 
and/or] electronic mailboxes to be accessed (Fig. 2: 228, 246, where Eggleston 
discloses a memory for Client mail and mailboxes at the post office). 

Claim 6, Eggleston discloses wherein said associative information comprises the 
name of the electronic mail protocol used for accessing an electronic mailbox (Col 5: 
59-66, where Eggleston discloses using a translator for data transfer). 

Claim 7, Eggleston discloses wherein said associative information comprises the 
version of the electronic mail protocol used for accessing an electronic mailbox (Col 4: 
29-35, where Eggleston discloses multiple versions of protocols). 
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Claim 8, Eggleston discloses a wherein said associative information comprises 
the name of the electronic mail server (Col 6: 35-42, where Eggleston discloses 
client and host identifiers). 

Claim 9, Eggleston discloses wherein the name of the electronic mail server is 
applicable to a specific electronic mail protocol used for accessing an electronic mailbox 
(Col 6: 35-42, where Eggleston discloses a type of communications involved). 

Claim 1 1 , Eggleston discloses wherein said mobile office platform is operative for 
downloading an entire message list for one or more electronic mailboxes (Col 3: 6-9, 
where Eggleston discloses a communication server downloading Email), 
Eggleston discloses sorting the message headers, and extracting only the n-most 
recent mail messages for delivery to a mail user agent that requested electronic mail 
(Col 3: 6-9, where Eggleston discloses applying filtering rules, Figs. 5 and 6, 
where Eggleston discloses rules to apply prior to sending the Email/header). 

Claim 12, Eggleston discloses wherein said mobile device comprises a wireless 
device (Fig. 2: 201, where Eggleston discloses a wireless device). 

Claim 13, Eggleston discloses wherein said mail user agent is operative for 
accessing the mobile office platform using a POP [IMAP or webmail] protocol (Col 4: 
58-66, where Eggleston discloses an electronic mail post office). 



Application/Control Number: 10/780,258 Page 7 

Art Unit: 2617 

Claim 14, Eggleston discloses wherein said plurality of protocol specific 
connectors comprise [a POP connector for accessing POP mailboxes, an IMAP 
connector for accessing IMAP mailboxes, or] a connector for accessing mail from an 
Exchange server (Fig. 2: 220, where Eggleston discloses a communication server 
for transfer of messages from a host to a client). 

Claim 15, Eggleston discloses a communications system (Fig. 2, where 
Eggleston discloses a communication system), Eggleston discloses a server having 
a mail agent for accessing one or more electronic mailboxes (Fig. 2: , where 
Eggleston discloses a communication server) of a mail user agent using at least one 
protocol specific connector (Col 5: 16-20, 35-41, where Eggleston discloses a 
processor in a client (i.e. a mail user agent) for data exchange. Col 5: 42-55, where 
Eggleston discloses a controller having a Virtual Session Manager (VSM), 
protocol translators and a post office); Eggleston a database associated with the 
mail agent and containing associative information about an electronic mail provider 
and/or electronic mailbox relating to the order in which mail headers are stored and/or 
retrieved from the electronic mailbox (Fig. 2: , where Eggleston discloses a memory 
with Client Mail, Col 3: 6-9, where Eggleston discloses applying filtering rules, 
Figs. 5 and 6, where Eggleston discloses rules to apply prior to sending the 
Email/header), Eggleston discloses wherein said mail agent is operative for providing 
only the n-most recent mail headers of electronic messages to a mail user agent of a 
mobile device in a default order of mail headers provided by an electronic mail protocol 
used for accessing an electronic mailbox (Fig. 6: 604, where Eggleston discloses 
filtering based on message size i.e. default order) Eggleston discloses if the default 
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order of mail headers cannot be provided, then providing most recent mail headers in 
an order based on associative information about an electronic mail provider and/or 
electronic mailbox to be accessed (Fig. 6: 608, where Eggleston discloses filtering 
based on text attachment), Eggleston discloses if associative information cannot be 
used, then downloading all m e ssag e mail headers (Col 3: 29-34, where Eggleston 
discloses partial transfers of data that may not have qualified for transfer). 



Claim 


18, 


as analyzed with respect to 


Claim 


19, 


as analyzed with respect to 


Claim 


20, 


as analyzed with respect to 


Claim 


21, 


as analyzed with respect to 


Claim 


22, 


as analyzed with respect to 


Claim 


24, 


as analyzed with respect to 


Claim 


25, 


as analyzed with respect to 


Claim 


26, 


as analyzed with respect to 



the limitations as discussed in claim 3. 
the limitations as discussed in claim 6. 
the limitations as discussed in claim 7. 
the limitations as discussed in claim 8. 
the limitations as discussed in claim 9. 
the limitations as discussed in claim 1 1 . 
the limitations as discussed in claim 13. 
the limitations as discussed in claim 14. 



Claim 27, Eggleston discloses a method of retrieving electronic mail (Abstract) 
comprising the steps of: Eggleston discloses accessing one or more electronic 
mailboxes of a mail user agent using at least one protocol specific connector (Fig. 2: 
240, where Eggleston discloses a Post Office server. Col 5: 16-20, 35-41, where 
Eggleston discloses a processor in a client (i.e. a mail user agent) for data 
exchange, Col 5: 42-55, where Eggleston discloses a controller having a Virtual 
Session Manager (VSM), protocol translators and a post office); Eggleston 
discloses providing to the mail user agent only the n-most recent mail headers of 
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electronic mail messages that had been accessed in a default order of mail headers 
provided by an electronic mail protocol used for accessing an electronic mailbox (Fig. 6: 
604, where Eggleston discloses filtering based on message size i.e. default 
order), Eggleston discloses if the default order of mail headers cannot be provided, 
then providing most recent mail headers in an order based on associative information 
about an electronic mail provider and/or electronic mailbox to be accessed (Fig. 6: 608, 
where Eggleston discloses filtering based on text attachment), Eggleston discloses 
if associative information cannot be used, then downloading all mossago mail headers 
(Col 3: 29-34, where Eggleston discloses partial transfers of data that may not 
have qualified for transfer). 

Claim 29, as analyzed with respect to the limitations as discussed in claim 3. 

Claim 31 , as analyzed with respect to the limitations as discussed in claim 5. 

Claim 32, as analyzed with respect to the limitations as discussed in claim 6. 

Claim 33, as analyzed with respect to the limitations as discussed in claim 7. 

Claim 34, as analyzed with respect to the limitations as discussed in claim 8. 

Claim 35, as analyzed with respect to the limitations as discussed in claim 9. 

Claim 37, as analyzed with respect to the limitations as discussed in claim 1 1 . 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 10, 23 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Eggleston in view of Lewis (US 7,240,095). 

Claim 10, Eggleston does not explicitly disclose wherein said associative 
information comprises the domain name of an internet service provider used for 
accessing electronic mailboxes. 

In an analogous art, Lewis discloses wherein said associative information 
comprises the domain name of an internet service provider used for accessing 
electronic mailboxes (Fig. 2: 66, where Lewis discloses a record indicating an ISP). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Eggleston to use records in user profiles as taught by 
Lewis so as to reduce the chances of multiple matching mail identification records (Col 
7: 18-21). 

Claim 23, as analyzed with respect to the limitations as discussed in claim 10. 
Claim 36, as analyzed with respect to the limitations as discussed in claim 10. 
Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). A shortened statutory period for reply to this final 
action is set to expire THREE MONTHS from the mailing date of this action. In the 

event a first reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date 
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the advisory action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MEHMOOD B. KHAN whose telephone number is 
(571)272-9277. The examiner can normally be reached on Monday - Friday 8:30 am - 
5:00 pm. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lester Kincaid can be reached on 571-272-7922. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. B. K./ 

Examiner, Art Unit 2617 

/Lester Kincaid/ 

Supervisory Patent Examiner, Art Unit 2617 



